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as licensed data subject to use, release,
or disclosure restrictions.

§37.855 How should I handle pro-
tected data?

Prior to releasing or disclosing data
marked with a restrictive legend (as
described in §37.850) to third parties,
you should require those parties to
agree in writing that they will:

(a) Use the data only for govern-
mental purposes; and

(b) Not release or disclose the data
without the permission of the licensor
(i.e., the recipient).

§37.860 What rights should I obtain
for inventions?

(a) You should negotiate rights in in-
ventions that represent a good balance
between the Government’s interests
(see §37.840(b)) and the recipient’s inter-
ests. As explained in appendix B to this
part:

(1) You have the flexibility to nego-
tiate patent rights provisions that vary
from what the Bayh-Dole statute
(Chapter 18 of Title 35, U.S.C.) requires
in many situations. You have that
flexibility because TIAs include not
only cooperative agreements, but also
assistance transactions other than
grants or cooperative agreements.

(2) Your TIA becomes an assistance
instrument other than a grant or coop-
erative agreement if its patent rights
provision varies from what Bayh-Dole
requires in your situation. However,
you need not consider that difference
in the type of transaction until the
agreement is finalized, and it should
not affect the provision you negotiate.

(b) As long as it is consistent with
the balance between DoD interests de-
scribed in §37.840(b) and the recipient’s
interests, you should seek to obtain for
the Government, when an invention is
conceived or first actually reduced to
practice under a TIA, a nonexclusive,
nontransferrable, irrevocable, paid-up
license to practice the invention, or to
have it practiced, for or on behalf of
the United States throughout the
world. The license is for Governmental
purposes, and does not include the
right to practice the invention for com-
mercial purposes.

(c) To provide for the license de-
scribed in paragraph (b) of this section,

§37.860

your TIA generally would include the
patent-rights clause that 37 CFR 401.14
specifies to implement the Bayh-Dole
statute’s requirements. Note that:

(1) The clause is designed specifically
for grants, contracts, and cooperative
agreements awarded to small busi-
nesses and nonprofit organizations, the
types of funding instruments and re-
cipients to which the entire Bayh-Dole
statute applies. As explained in appen-
dix B to this part, only two Bayh-Dole
requirements (in 35 U.S.C. sections
202(c)(4) and 203) apply to cooperative
agreements with other performers, by
virtue of an amendment to Bayh-Dole
at 35 U.S.C. 210(c).

(2) You may use the same clause,
suitably modified, in cooperative
agreements with performers other than
small businesses and nonprofit organi-
zations. Doing so is consistent with a
1983 Presidential memorandum that
calls for giving other performers rights
in inventions from Federally supported
research that are at least as great as
the rights that Bayh-Dole gives to
small businesses and nonprofit organi-
zations (see appendix B to this part for
details). That Presidential memo-
randum is incorporated by reference in
Executive Order 12591 (52 FR 13414, 3
CFR, 1987 Comp., p. 220), as amended by
Executive Order 12618 (52 FR 48661, 3
CFR, 1987 Comp., p. 262).

(3) The clause provides for flow-down
of Bayh-Dole patent-rights provisions
to subawards with small businesses and
nonprofit organizations.

(4) There are provisions in 37 CFR
part 401 stating when you must include
the clause (37 CFR 401.3) and, in cases
when it is required, how you may mod-
ify and tailor it (37 CFR 401.5).

(d) You may negotiate Government
rights of a different scope than the
standard patent-rights provision de-
scribed in paragraph (c) of this section
when necessary to accomplish program
objectives and foster the Government’s
interests. If you do so:

(1) With the help of the program
manager and legal counsel, you must
decide what best represents a reason-
able arrangement considering the cir-
cumstances, including past invest-
ments, contributions under the current
TIA, and potential commercial mar-
kets. Taking past investments as an
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example, you should consider whether
the Government or the recipient has
contributed more substantially to the
prior research and development that
provides the foundation for the planned
effort. If the predominant past contrib-
utor to the particular technology has
been:

(i) The Government, then the TIA’s
patent-rights provision should be at or
close to the standard Bayh-Dole provi-
sion.

(ii) The recipient, then a less restric-
tive patent provision may be appro-
priate, to allow the recipient to benefit
more directly from its investments.

(2) You should keep in mind that ob-
taining a nonexclusive license at the
time of award, as described in para-
graph (b) of this section, is valuable if
the Government later requires access
to inventions to enable development of
defense-unique products or processes
that the commercial marketplace is
not addressing. If you do not obtain a
license at the time of award, you
should consider alternative approaches
to ensure access, such as negotiating a
priced option for obtaining nonexclu-
sive licenses in the future to inventions
that are conceived or reduced to prac-
tice under the TIA.

(3) You also may consider whether
you want to provide additional flexi-
bility by giving the recipient more
time than the standard patent-rights
provision does to:

(i) Notify the Government of an in-
vention, from the time the inventor
discloses it within the for-profit firm.

(ii) Inform the Government whether
it intends to take title to the inven-
tion.

(iii) Commercialize the invention, be-
fore the Government license rights in
the invention become effective.

§37.865 Should my patent provision
include march-in rights?

Your TIA’s patent rights provision
should include the Bayh-Dole march-in
rights clause at paragraph (j)(1) of 37
CFR 401.14, or an equivalent clause,
concerning actions that the Govern-
ment may take to obtain the right to
use subject inventions, if the recipient
fails to take effective steps to achieve
practical application of the subject in-
ventions within a reasonable time. The

32 CFR Ch. | (7-1-08 Edition)

march-in provision may be modified to
best meet the needs of the program.
However, only infrequently should the
march-in provision be entirely removed
(e.g., you may wish to do so if a recipi-
ent is providing most of the funding for
a research project, with the Govern-
ment providing a much smaller share).

§37.870 Should I require recipients to
mark documents related to inven-
tions?

To protect the recipient’s interest in
inventions, your TIA should require
the recipient to mark documents dis-
closing inventions it desires to protect
by obtaining a patent. The recipient
should mark the documents with a leg-
end identifying them as intellectual
property subject to public release or
public disclosure restrictions, as pro-
vided in 35 U.S.C. 205.

§37.875 Should my TIA include a pro-
vision concerning foreign access to
technology?

(a) Consistent with the objective of
enhancing the national security by in-
creasing DoD reliance on the U.S. com-
mercial technology and industrial
bases, you must include a provision in
the TIA that addresses foreign access
to technology developed under the TIA.

(b) The provision must provide, as a
minimum, that any transfer of the:

(1) Technology must be consistent
with the U.S. export laws, regulations
and policies (e.g., the International
Traffic in Arms Regulation at chapter
I, subchapter M, title 22 of the CFR (22
CFR parts 120 through 130), the DoD In-
dustrial Security Regulation in DoD
5220.22-R,% and the Department of Com-
merce Export Regulation at chapter
VI, subchapter C, title 15 of the CFR
(15 CFR parts 730 through 774), as appli-
cable.

(2) Exclusive right to use or sell the
technology in the United States must,
unless the Government grants a waiv-
er, require that products embodying
the technology or produced through

SElectronic copies may be obtained at the
Washington Headquarters Services Internet
site http://www.dtic.mil/whs/directives. Paper
copies may be obtained, at cost, from the Na-
tional Technical Information Service, 5285
Port Royal Road, Springfield, VA 22161.
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